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[Translation] 



Seoul Southern District Court 



Judgment 



Plaintiff: 
Defendant: 



Pronouncement: 



Case No. 



2001 Gahap 13977 
In Chul Choi 
Samsung Electronics Ltd. 
August 22, 2002 



ORDER 



The confirmation claim of the present action is dismissed. 



Tenor of Complaint 



Plaintiff hereby seeks confirmation that the patented inventions, described in the patent 
right list of the accompanying sheet, do not belong to an in-service invention. 



communication mechanisms and related devices as its objective under its 
constitution, has manufactured mobile-phone terminals since May of 1989. 
The Plaintiff entered the Defendant's company on January 10, 1989, and had 
served as a member of a team known as the "Time Machine Team (TMT)" 
between July 13, 1992 and February 16, 1995. 

B. TMT of the Defendant's company is a department that was organized 
by selecting incumbent staff to create ideas for new product development. 
TMT holds a weekly evaluation meeting, where team members exchange ideas 
equipped with marketability and practicability, and hold quarterly meetings that 
report the results to the board of directors, assigning no specific tasks to its 
team members. The Plaintiff was mainly focused on conceiving and 
commercializing a new Hangul inputting method, submitting a report titled 
"Value of Text in the Multimedia World" showing the needs and practicability 



GROUNDS 



Findings of Facts 



A. 



The Defendant's company, taking fabrication, sale, etc. of 
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of a new Hangul inputting method on May 20, 1994, and a report titled "First 
report regarding commercialization drive of a new Hangul inputting method" 
on July 18, 1994, together with his teammate, Dong Ki Rui. 

C. During his tenure on TMT, the Plaintiff invented "Method and 
Apparatus for Generating Text Inputting Codes (hereinafter, referred to as the 
'first invention')," described in patent right list 1 of the accompanying sheet, and 
transferred the right to obtain a patent for the Defendant's company while 
providing an in-service invention report on the first invention on February 19, 

1 993. The Defendant's company filed a patent application for the first 
invention in its name on July 6, 1 993, and completed the patent registration on 
March 13, 1996. 

D. Furthermore, the Plaintiff, together with his teammate, Dong Ki Rui, 
invented "Method and Apparatus for Generating Text Inputting Codes 
(hereinafter, referred to as the 'second invention')" described in patent right list 
2, and transferred the right to obtain a patent for the Defendant's company 
while providing an in-service invention report on the second invention on 
October 13,1 994. The Defendant's company filed a patent application for the 
second invention in its name on May 11, 1995, and completed the patent 
registration on August 10, 1998. 

E. The Defendant's company has manufactured and sold mobile-phone 
terminals using the text inputting methods of the inventions since November of 
1998. 

The Plaintiffs Claims and Holding thereon 

A. Gist of the Plaintiffs Claims 

The Plaintiff seeks: (a) confirmation that the fist and second 
inventions are not an in-service invention, arguing that the inventions were 
misconceived as an in-service invention and filed in the name of the 
Defendant's company although they actually belong to a liberal invention; and 
(b) the Defendant's return of 1 billion KrW as part of an unjust enrichment, 
arguing that since the contracts of transfer were based on a misconception for 
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the inventions to be an in-service invention are invalid, the Defendant is not a 
legitimate patentee and has an obligation to return, to the Plaintiff, the profits 
earned by practicing the inventions as an unjust enrichment. 

B. Relevancy of the Confirmation Claim 

The Defendant made a defense prior to a main hearing that the 
Plaintiffs confirmation claim lacks eligibility and thus is irrelevant because it 
seeks confirmation of a factual matter. The Plaintiff seeks the confirmation for 
the first and second inventions to not be an in-service invention as a basis for 
the unjust enrichment return claim being sought by the present action. This is 
to confirm part of a legal requirement fact, and thus is irrelevant. Furthermore, 
the confirmation stake of a confirmation action can be recognized if the 
obtainment of a confirmation judgment is the most effective and appropriate 
means for eliminating the challenge and risk when the plaintiffs legal status is 
challenged and risked. However, as will be seen in item C. (1), even though 
the first and second inventions were not an in-service invention, this would not 
affect the patent right registered in the name of the Defendant's company, 
unless the invalidation decision is rendered and becomes final and conclusive in 
a patent registration invalidation trial. Therefore, because seeking the 
confirmation for the inventions to not be an in-service invention cannot be seen 
as an effective and appropriate means, the Plaintiffs confirmation claim of the 
present action is irrelevant. 

C. Unjust Enrichment Return Claim 

( 1 ) The Plaintiff argues first, that since the first and second inventions are 
not an in-service invention but a liberal one, each contract for transferring each 
right to obtain a patent to the Defendant is invalid per se for primitive 
impossibility of the objective of a legal activity or under Article 39, Paragraph 
1 of the Patent Act, or invalid for violating Article 103 of the Civil Code. 

In regard to this, if the first and second inventions belong to a liberal 
invention, Article 39, Paragraph 1 of the Patent Act stipulates that an invention 
constitutes an in-service invention if the invention was made by an employee, 
etc. in connection with his/her service and falls by nature within the business 

1 



[Translation] 



range of the employer, etc., and the activity resulting into the invention was part 
of the present or past duties of the employee, etc. 

As previously seen, the Defendant's company takes the fabrication and 
sale of communication mechanisms as one of its founding objectives, and has 
set the mobile-phone terminal as one of the primary manufactured items from 
the year of 1 989 through to the present time. Since the inventions are directed 
to a text inputting method usable for mobile-phone terminals, these are 
regarded to fall within the business range of the Defendant's company. 
Furthermore, the Plaintiffs then duty was to create ideas for new products 
development in the field of the information and telecommunication at the time 
of conceiving each invention, and the Plaintiff reached the first and second 
inventions substantially as a result of focusing mainly on collecting ideas for a 
Hangul inputting method. As such, each invention is determined to fall within 
the Plaintiffs duty. 

Therefore, since the first and second inventions should belong to an in- 
service invention, the Plaintiffs arguments contend the validity of each transfer 
contact on premise of the opposite. 

(2) The Plaintiff also argues that since the patent application for the second 
invention was filed four months after the Defendant's company succeeded to 
the right to the invention from the Plaintiff, the second invention should be 
regarded as a liberal invention under Article 1 1, Paragraph 1 of the Invention 
Promotion Act, and the Defendant should return unjust enrichment, amounting 
to the royalty of a non-exclusive license, for failing to obtain consent to a non- 
exclusive license from the inventor Plaintiff under Article 2 of the same. 

Article 1 1 of the Invention Promotion Act views an invention as a 
liberal invention in case an employer, etc. fails to file a patent application 
within a period designated under the Presidential Order (Article 5 of the same 
designates the period for four months) after succeeding the right to an in- 
service invention or waive filing of the application in writing (Paragraph 1), and 
stipulates that the employer, etc. cannot own a non-exclusive license to the in- 
service invention being regarded as a liberal one without the consent of the 
employee, etc in spite of Article 39, Paragraph 1 of the Patent Act (Paragraph 
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2). The fact that the Defendant's company filed the application for the second 
invention on May 1 1, 1995, four months passing from October 13, 1994 when 
the Defendant's company succeeded to the right to the second invention from 
the Plaintiff, is as previously seen. 

However, even if the Defendant's company had completed the patent 
registration in its name, although the transfer contract of the second invention 
was invalidated under the above provision and the Defendant's company did 
not have a right to obtain a patent, the Plaintiff could not assert invalidity of the 
patent right having been registered in the name of the Defendant's company 
until the patent invalidation decision goes final and conclusive. Of course, the 
Plaintiff could request a patent invalidation trial based on the above grounds, 
which however, is not feasible here. Therefore, the Defendant has a right to 
legally practice the invention, and needs not obtain consent of the Plaintiff for 
practicing the invention because the Plaintiff did not register the patent in 
his/her own name. As such, the Plaintiffs above arguments are groundless and 
unreasonable. 
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